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DETAILED ACTION 

Response to Amendment 

1 . This office action is in response to the applicant's arguments filed on 2/7/2008. 



Response to Arguments 

2. Applicant's arguments filed 2/7/2008 have been fully considered but they are not 
persuasive. 

3. In response to the applicant's argument regarding claim 13 that "Li fails to 
disclose an instant message (IM) server" (Pages 2-3), the examiner disagrees. 

Clearly, Li teaches the invention does not necessarily require a dedicated server 
(Page 3 [0029] "(optional) dedicated server device 106"), that the communication 
system model (Fig. 3 [300]) can be implemented "through logic provided in a peer 
computer 102". (Page 6 [0076-0077]) However, just because Li teaches the invention 
can be implemented without a dedicated server does not mean Li does not teach an 
instant message server. 

Li teaches the "dedicated server device 106" can be the "central authority" for 
assigning universally unique identifiers for each user in the network (Page 3 [0032 & 
0034]) and "a request message to the new buddy user can be stored by server device 
106 and provided to the buddy user when he/she comes online again". (Page 7 [0090]) 
Further, Li teaches regarding communication system model (Fig. 3 [300]) that "all or part 
of which can be implemented, for example, through logic provided in a peer computer 
102". (Page 6 [0076]) Therefore, one of ordinary skill in the art would recognize that 
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the "User Interface Layer 302" would be implemented on the peer computer (Fig. 2A 
[102] and Pages 6-7 [0083-0088]), but that it is a design choice as to whether Function 
Logic Layer and P2P Network Layer (Fig. 3 [304 & 306]) are implemented in the 
dedicated server device (Fig. 2A [106] & Page 7 [0090]) or in the peer computer (Page 
6 [0076]), as both options are taught by Li. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Li et al. 
(US-2003/01 82428 hereinafter, Li). 

Regarding claim 13, Li teaches a communication method comprising the steps 

of: 

detecting by a terminal of a forwarder, whether or not a user of a terminal of a 
forwarding destination is logged in an instant message server; (Page 2 [0010] i.e. "the 
resulting P2P communication service/network allows users to remain aware of others' 
online/offline statuses") 

transmitting an instant message including identification information of the 
terminal of the forwarding destination from the terminal of the forwarder to a 
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communication device when the user of the forwarding destination is not logged in the 
instant message server; (Page 8 [0105]) 

storing the instant message received from the terminal of the forwarder in means 
for storing of the communication device; (Fig. 3 [340 & 348]) 

detecting by the communication device, whether or not the user of the forwarding 
destination designated as the terminal of the forwarding destination is logged in the 
instant message server; (Page 2 [0010]) and 

transmitting the instant message stored in the means for storing from the 
communication device to the terminal of the forwarding destination when the user of the 
forwarding destination logs into the instant message server; (Page 8 [0105]) 

wherein when the user of the forwarding destination logs in (Page 7 [0094]), the 
buffered messages saved for the forwarding destination address are transmitted to the 
destination when a connection is established. (Page 8 [0105]) 

Li differs from the claimed invention by not explicitly reciting the forwarding 
destination information corresponding to the logged-in user of the forwarding destination 
is extracted from a forwarding destination column of the stored instant message, the 
extracted forwarding destination information is set as a destination, and the instant 
message is transmitted to the terminal of the set destination. 

However, Li teaches typically, instant messages are routed through an IM server 
(i.e. originally addressed to a server...) to get to the respective target destination, 
(...which forwards the message to the target buddy Page 6 [0078] and Fig. 3 [300] i.e. 
the user interface [302] is used to generate the instant message, then the message is 
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sent to the function logic layer [304] for either storage [330] or processing [322, 324 or 
326] by the dedicated server Page 7 [0090] prior to determining the optimal route [350] 
to the destination peer computer [102]) 

Although Li does not explicitly recite "extracting" [a forwarding destination from a] 
"forwarding destination column", it is obvious to one of ordinary skill in the art that the 
instant message is required to be routed through a IM server (Fig. 3 [314, 306 & 350], 
Page 4 [0038], Page 6 [0076] and Page 7 [0090] i.e. regardless of whether the 
communication system model is implemented in the peer computer or in a dedicated 
server) and that the forwarding destination column is analogous to the buddy user 
information (Fig. 4 [400]), which is analyzed by the system in order to forward the 
buffered instant message to the correct mobile subscriber when a connection is 
reestablished between user and the peer-to-peer network. (Page 7 [0090] & Page 8 
[0105]) 

Further, it is obvious that one of ordinary skill in the art would have been 
motivated to implement the use of a dedicated server device for logic layers (Fig. 3 [304 
& 306]) because it takes the burden of determining when a destination peer computer is 
available for receiving a delayed sending task away from the peer computer storing the 
message. (Page 7 [0090] and Fig. 3 [330]) 

6. Claims 14-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Li 
in view of Dorenbosch et al. (US-2002/01 73308 hereinafter, Dorenbosch). 

Regarding claim 14, Li teaches the limitations of claim 13 above, but differs from 
the claimed invention by not explicitly reciting adding to an instant message to be 
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transmitted from the communication device to the terminal of the forwarding destination, 
transmitter information included in the instant message which the communication device 
received from the terminal of the forwarder. 

In an analogous art, Dorenbosch teaches an instant message proxy for a 
communication method in a mobile environment that includes adding to an instant 
message to be transmitted from the communication device to the terminal of the 
forwarding destination, transmitter information included in the instant message which 
the communication device received from the terminal of the forwarder. (Dorenbosch 
Fig. 3, Page 2 [0021] and Page 3 [0032]) At the time the invention was made, it would 
have been obvious to one of ordinary skill in the art to implement the communication 
method of Li after modifying it to incorporate the IM proxy of Dorenbosch. One of 
ordinary skill in the art would have been motivated to do this since Dorenbosch enables 
instant messaging for mobile subscribers which can be a more convenient/user friendly 
method of communication for users. (Page 1 [0002-0005]) 

Regarding claim 15, Li in view of Dorenbosch teaches the step of transmitting, 
when a prescribed period of time elapses after the communication device receives the 
instant message form the terminal of the forwarder, an instant message indicating such 
a fact from the communication device to the terminal of the forwarder. (Dorenbosch Fig. 
4 [56 & 58] and Page 2 [0023]) 

Regarding claim 16, Li in view of Dorenbosch teaches the step of transmitting the 
instant message from the terminal of the forwarder to the terminal of the forwarding 
destination without intervening the communication device when the user of the 
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forwarding destination is logged in the instant message server. (Dorenbosch Page 2 
[0020] through Page 3 [0027]) 

Regarding claim 17, Li in view of Dorenbosch teaches a means for detecting 
whether or not the user is logged in server. (Dorenbosch Page 2 [0023]) 

Regarding claim 18, Li in view of Dorenbosch teaches receiving a first instant 
message including a transmission destination, a transmitter, a forwarding destination 
and main text form the terminal of the forwarder. (Dorenbosch Fig. 2 [24], Fig. 3 [43] 
and Page 2 [0020-0023]) 

Regarding claim 19, Li in view of Dorenbosch teaches a means for generating a 
second instant message including a transmission destination, a transmitter, a forwarder 
and main text as an instant message to be transmitted to the terminal of the forwarding 
destination in accordance with the first instant message. (Dorenbosch Fig. 2 [24], Fig. 3 
[43], Page 2 [0020-0023] and Page 3 [0032]) 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• US-2002/01 65000 to Fok regarding instant messaging to a mobile device. 

• US-6,957,077 to Dehlin regarding a system and method for enabling instant 
messaging on a mobile device. 

• US-7, 31 9,882 to Mendiola et al. regarding a messaging system involving 
wireless communications. 
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8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW C. SAMS whose telephone number is 
(571 )272-8099. The examiner can normally be reached on M-F 7:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on (571)272-7495. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/George Eng/ 

Supervisory Patent Examiner, Art Unit 2617 
/M.C.S./ 

Examiner, Art Unit 2617 



